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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on December 23, 2003 has been entered. 

2. Claims 2 and 12 are examined on the merits. 

CLAIM REJECTIONS - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the subject 
matter which the applicant regards as his invention. 

4. Claims 2 and 12 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

5. This rejection is maintained with respect to claims 2 and 12, as recited in the previous 
Office Action, mailed August 26, 2003. 

6. Claim 2, line 1, and claim 12, line 1, the preamble recites a method for analyzing the 
structure of a target array while the body of the claim recites steps for changing a variable that is 
included in a target array. Claims 2 and 12 are vague and indefinite because it is unclear whether 
the target array, which is embodied in this method claim, is an apparatus such as a microarray, a 
data structure or the data representing the elements of the array apparatus. Clarification of the 
metes and bounds is required. 

RESPONSE TO ARGUEMENTS 
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7. Applicant's argument via amendment to claims 2 and 12 has been acknowledged and 
found to be unpersuasive because the said amendment does not help Applicant overcome the 
vague and indefinite issue of claims 2 and 12 as discussed below. Further, Applicant argues that 
an "array" is a term of art in the computer science that represents a set of elements in an ordered 
sequence. However, the instant invention is directed to analyzing the structure of mRNA or 
DNA sequence as directed to the field of biotechnology. It is well documented that the terms 
array and microarray have been used interchangeably to refer to set elements in an ordered 
sequence in the biotechnology art. 

NEW 35 USC § 112 SECOND PARAGRAPH REJECTION 

8. Specific to claim 2, steps (a) and (b), sub-steps (i), (ii); and claim 12, steps (a) and (b), 
the phrase replacing in the first/second array a corresponding first occurrence of each variable in 
the target array causes the claims to be vague and indefinite because it is unclear whether the 
variable is replacing the first or second array or the variable is to replace elements within the 
respective arrays. Clarification of the metes and bounds is required. 

9. Specific to claim 2, steps (a) and (b), sub-steps (i) and (ii), the phrase "replacing. . .into 
information" causes the claim to be vague and indefinite because it is unclear an array is being 
converted into information or the content of said array is replaced with information. 
Clarification of the metes and bounds is required. 

CLAIM REJECTIONS - 35 USC § 102 

1 0. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

1 1 . Claims 2 and 12 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Kadashevich et al. (US005369577A). 

12. This is prior art rejection is directed to an array apparatus comprising data elements as 
discussed in the above 35 USC §112, Second Paragraph, rejection. 

13. Kadashevich et al. discloses a method of making and using a morphological (structure) 
analyzer of a first and second set of words (array of different elements) (column 2, lines 12 to 
column 3, line 21). The text is organized within an array (column 8, lines 19-31), as in instant 
claim 2, steps (a) and (b). 

14. The analyzer parses the text and traverses said text to identify matching letters 
(complement) for each character in the input word (first array) against a sequence (second array). 
The analyzer traverses the lexicon tree (predetermined direction), checking all possible 
interpretations of each character in the input string. If the end of the input string is reached 
(location) at the same point that the end of a stem or suffix is reached, then the input word has 
been successfully parsed (column 23, line 53 to column 24, line 4; and column 25, Traversing 
the Lexicon §), as in instant claim 2, steps (a) and (b), (i). 

15. In the event of words that are not valid, the words must be replaced by either the contents 
of <BAS> fields or by a word formed by combining the abstract stem with a root suffix, as in 
instant claim 2, steps (a) and (b), (ii). 

16. The performance of the traversing the lexicon step is a recursive function (repeat) 
(column 25, lines 35-49), as in instant claim 2, steps (a) and (b), (iii). 



Application/Control Number: 09/737,190 Page 5 

Art Unit: 1631 

17. The method of Kadashevich et al. comprises steps for analyzing a structure of an array as 
directed to the current word (first array) and another word (second array) (column 8, lines 27- 
49), as instant claims 2 and 12, step (c). 

1 8. The analyzer comprises a derivational history including information about any parses that 
were successfully performed by the recognition engine on the input word. The derivational 
history contains, for each successful parse of the input word, the part of speech of the input word 
for that particular parse (prior occurrence) (column 2, lines 20-25), as in instant claim 12, steps 
a) and b). 

CLAIM REJECTIONS - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

20. Claims 2 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over by 
Jensen et al. (April 2000) taken with Eisen (1999). 

21 . This rejection is maintained with respect to claims 2 and 12, as recited in the previous 
Office Action, mailed August 26, 2003. 

22. Applicant presents argument by amendment to claims 2 and 12, which has been fully 
considered and found to be unpersuasive due to the new 35 USC §112, Second Paragraph, issue 
raised by the new limitations of manipulating the first and second array. Therefore, the new 
limitations of manipulating the first and second array do not help Applicant overcome the instant 
prior rejection. 



Application/Control Number: 09/737,190 Page 6 

Art Unit: 1631 

23. Specific to Applicant's argument that the method of Jensen et al. "fails to teach or suggest 
the step of traversing the target array as in claims 2 and 12, Applicant's argument has been fully 
considered and found to be unpersuasive. Consistent with Applicant's definition of an array 
(Remarks, November 26, 2003, page 8, lines 20-23), Jensen et al. discloses a plurality of arrays 
as directed to DNA in Table 1 and arrays are traversed in an interative fashion (two sweeps) 
(page 328, column 1, lines 30-38). 

24. Specific to Eisen, Applicant argues the disclosure of Eisen has no relevance to the 
method cited in claims 2 and 12 due to said disclosure being directed to DNA microarray. 
Applicant's argument has been fully considered and found to be unpersuasive due to the scope of 
claims 2 and 12 incudes DNA microarray. Further, claims 2 and 12 are vague and indefinite in 
regard to the limitation of array as discussed above. 

25. It is re-iterated that Jensen et al. discloses a method for functional annotation associated 
with each gene or ORF was converted into a pseudo-sequence by removal of all non- 
alphanumeric characters. . .For each of the approximately 10 000 words in the dictionary, the set 
of 500 bp upstream regions was divided into a corresponding positive set consisting of the 
sequences containing the word in their functional annotation and negative set not containing the 
word (Page 327, column 2, lines 30-37 to Page 328, column 1, lines 1-3). "The two strands are 
treated separately when counting patterns. By doing so we gain sensitivity on patterns that show 
strong preference for one orientation" (Page 327, column 1, lines 43-47). "In the first sweep, the 
number of sequences containing each pattern is stored in one counter. During the second sweep, 
the number of these sequences yet encountered and the highest value of |Nxl - ni| so are stored 
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in two other counters" (Page 328, column 1, lines 33-37). Table 3 (Page 330) discloses the 
converted data from three microarray experiments and the array data is analyzed respective of 
each other, as in instant claims 2 and 12. 

26. However, Jensen et al. does not specify a method for analyzing the structure of an array. 

27. Eisen discloses a method for analyzing the structure a DNA array and the location of 
each DNA target contain within an array via a GRIDDING process (page 4, lines 9-31). After 
"gridding" the first array from a batch, it is generally possible to use this initial grid for all 
subsequent arrays in the batch (page 20, lines 6-9), as in claims 2 and 12. 

28. It is noted that Jensen et al. discloses a general method for analyzing large amount of data 
generated from DNA arrays (abstract etc.), thus, suggests that the method of Jensen could be 
applied to any DNA array data of which Eisen is a specific array analysis that is therefore 
suggested within the generic Jensen et al. description. 

29. Eisen discloses a method for analyzing the structure and the location of each DNA target 
contain within an array via a GRIDDING process (page 4, lines 9-31). Therefore, it would have 
been obvious to one having ordinary skill in the art at the time of the invention was made to use 
the method of analyzing the structure of a DNA array as taught by Jensen et al. and Eisen. 

CONCLUSION 

30. NO CLAIM IS ALLOWED. 

3 1 . Papers related to this application may be submitted to Technical Center 1 600 by facsimile 
transmission. Papers should be faxed to Technical Center 1600 via the PTO Fax Center located 
in Crystal Mall 1 . The faxing of such papers must conform with the notices published in the 
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Official Gazette, 1096 OG 30 (November 15, 1988), 1156 OG 61 (November 16, 193), and 1157 
OG 94 (December 28, 1993) (see 37 CFR § 1.6(d)). The CM1 Fax Center number is (703) 872- 
9306. 

32. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. Dune Ly, whose telephone number is (571) 272-0716. The 
examiner can normally be reached on Monday-Friday from 8 A.M. to 4 P.M. 

33. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, Ph.D., can be reached on (571) 272-0722. 

34. Any inquiry of a general nature or relating to the status of this application should be 
directed to Legal Instruments Examiner, Tina Plunkett, whose telephone number is (571) 272- 



0549. 



C. Dune Ly 
3/2/04 




AROIN H. MARSCHEL 
PRIMARY EXAMIfJER 



